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Practices & Industries

Patent Prosecution & Counseling

Overview
Day Pitney helps inventors turn their ideas into valuable assets. From securing protection for your invention to guiding you in 
enforcing and profiting from it, Day Pitney is here every step of the way.

Clients seeking to license their technology and business process advancements rely on Day Pitney for its extensive 
experience in patent prosecution, opinion, counseling and transactional services, including due diligence involving patent 
issues. We ensure that our clients are provided with the legal counsel and strategic thinking to further their business 
objectives.

Our clients range from Fortune 500 companies to startups, and are engaged in such diverse industries as manufacturing, 
packaging, information services, software, high-technology research and development, pharmaceuticals, publishing, retail 
sales, telecommunications, financial services, banking, insurance, healthcare, utilities, advertising and media.

A number of our attorneys are admitted to practice before the U.S. Patent and Trademark Office (USPTO) and have 
experience in all aspects of patent prosecution, including procuring patent rights in the United States before the USPTO and 
working with a broad range of associates to prosecute applications in foreign patent offices.

In addition to preparing and prosecuting patent applications, we counsel clients on maintaining and rebuilding existing patent 
portfolios, and in connection with re-examination and reissue proceedings

Opinion and Counseling
Day Pitney frequently counsels clients regarding patent or intellectual property questions, and provides opinions on 
infringement, validity or enforceability of a patent. In addition, we review competitors' patent portfolios with respect to 
freedom-to-operate and, risk analyses, and provide counsel on potential design around options.

Transactional Services
Many business transactions today involve some form of intellectual property. We represent owners, licensees and other 
users of intellectual property, and provide counseling on a wide variety of transactions: simple assignments, 
employer/employee agreements, technology transfer, outsourcing, mergers and acquisitions, and complex joint venture and 
technology transfer arrangements. In each case, we advise clients to help them further their business objectives with respect 
to intellectual property at issue in the transaction. When needed, we work with other Day Pitney attorneys in areas of the law 
that can affect transactions, such as antitrust, tax, products liability, export control, bankruptcy, environmental, employment 
and other laws and regulations. We also regularly perform due diligence reviews of a target company's patent portfolio and 
other intellectual property.

Post Grant Proceedings
The America Invents Act (AIA) created three new administrative trial procedures for challenging the validity of patents outside 
of the federal courts, at the U.S. Patent and Trademark Office (USPTO). In addition to traditional ex parte reexamination, 
third parties may now request review of issued patents through post grant review, inter partes review and covered business 
method review – collectively, these procedures are referred to as "post grant proceedings."



 

Patent Prosecution & Counseling    2

Many patent challengers are already using these post grant proceedings, often in conjunction with district court litigation. The 
three new proceedings include many "litigation-like" elements, such as discovery, motion practice, cross-examination and 
oral argument. Accordingly, taking full advantage of these proceedings requires a combination of patent prosecution and 
patent litigation skills, which are hallmarks of the attorneys in Day Pitney's Intellectual Property group. The combination of our 
litigation and patent procurement experience makes us particularly effective in handling post grant proceedings in the 
USPTO.

Ex Parte Reexamination
Ex parte reexamination has been available since 1981 and remains available under the AIA. Through ex parte reexamination, 
the patent owner or a third party may ask the USPTO to review the validity of an issued patent based on prior patents and 
printed publications that the requester brings to the USPTO's attention The requester, who may remain anonymous, can file 
such a request at any time during the enforceability of a patent and must establish that the submitted prior art establishes a 
substantial new question of patentability. Upon such a showing, the USPTO will grant the reexamination request and order 
reexamination of the challenged patent.

As its name implies, ex parte reexamination, once commenced, involves only the patent owner and the USPTO. After a 
reexamination request is filed, a third-party requester is precluded from further involvement unless the patent owner files a 
statement attempting to rebut the requester's assertion of a substantial new question of patentability, in which case the 
requester may respond to that statement only. Otherwise, the reexamination proceeds as an ordinary patent prosecution, 
excluding the requester.

Post Grant Review
Post grant review allows third parties to challenge the validity of issued patents only during the nine-month period 
immediately following the granting of an original patent or a reissued patent. Any party, other than the patent owner, who has 
not already filed a civil action in federal court challenging the validity of the patent may file a petition requesting post grant 
review. Anonymity is not allowed, and the real party in interest. In contrast to ex parte reexamination, a petition for post grant 
review can be based on any grounds for challenging validity. This includes anticipation and obviousness, whether based on 
patents – printed publications or other prior art such as public use or sale – as well as indefiniteness, non-patentable subject 
matter and other grounds. Post grant review also provides the opportunity to take limited discovery, the ability to terminate 
the proceeding by settlement, and an oral hearing before a three judge panel before a decision on the merits.

Inter Partes Review
Inter partes review allows third parties to challenge the validity of issued patents but only after nine months from the granting 
of an original patent or a reissued patent or after completion of any instituted post grant review proceeding on the patent. A 
petition for Inter Partes Review limits validity challenges to patents and printed publications. Inter partes review, similar to 
post grant review, provides the opportunity for limited discovery, the ability to terminate the proceeding by settlement, and an 
oral hearing before a decision on the merits.

Covered Business Method Review
Covered business method review is an inter partes procedure similar to post grant review and generally employs the same 
standards and procedures. However, unlike post grant review, there is no nine-month time limit for filing a petition for review 
of a covered business method patent. A petitioner may only request review of a covered business method patent review if the 
petitioner has been either sued for infringement of the challenged patent or at least been charged with infringement of that 
patent. Although post grant review of covered business methods is available for patents subject to both the first-to-invent and 
first-to-file patent systems, the prior art available to challenge a first-to-invent patent is limited to patents and printed 
publications, whereas a petition for review of a first-to-file patent can be based on any grounds for challenging validity, 
including anticipation and obviousness. Covered business method review, similar to post grant review and inter partes 
review, provides for limited discovery, termination by settlement and an oral hearing.

Strategic Use of Post Grant Proceedings as a Litigation Tool
The Day Pitney Post Grant Proceedings team is skilled at addressing the challenges faced in reexamination and review 
cases that often arise concurrently with litigation. When working with petitioners, our practitioners develop strategies to stay 
litigation pending resolution of reexamination or review, decrease damages exposure, improve claim construction and non-
infringement postures, and improve the overall settlement and dispute resolution prospects.
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Post grant proceedings provide third parties a timely, cost-effective alternative to district court litigation to challenge the 
validity of an issued patent. Day Pitney attorneys are well-prepared to handle each of these new proceedings as 
demonstrated by our extensive and successful record before the USPTO, as well as in US district courts and before the 
International Trade Commission.

Experience
No aspect of this advertisement has been approved by the highest court of any state. Prior results do not guarantee a similar 
outcome.

Prosecution Services
Representative clients for whom we provided prosecution services include the following:

 A leading software manufacturer needing assistance with business-method patent claims
 A leading toy manufacturer, for management of its U.S. patent portfolio
 A leading manufacturer of printers, for management of its U.S. patent portfolio
 A leading packaging manufacturer, for management of its U.S. patent portfolio

Opinion and Counseling
Some clients for whom we have recently provided opinion and counseling include:

 A major worldwide entertainment and publishing company in its investment in a digital rights management company, 
including performing a due diligence review of the company's portfolio of more than 350 patents and patent applications.

 A leading international real estate company seeking a freedom-to-operate analysis regarding an automated ticketing and 
admission gate system, including a review of more than 100 patent references.

 A leading pharmaceutical company seeking an opinion on the scope of a transfer of intellectual property.

Transactional Services
Clients for whom we have provided advice on transactional matters include:

 A public company in connection with acquiring the assets of an early-stage company, the central focus of which is a 
pending business method patent application.

 A multinational public company in connection with the formation of a joint venture with a privately held company into which 
the parties contributed, through assignments and licenses, certain software and software technology along with certain 
software development resources.

 A multinational public company in connection with the acquisition of voice recognition software, including reviewing and 
advising the client with respect to current patents and pending patent applications in the field of voice recognition.

 A privately held manufacturer of electromagnetic interference shielding products in its acquisition of one U.S. and one 
foreign manufacturer of similar products, and its subsequent sale to a UK public company for more than $250 million.

 A global manufacturer seeking a variety of patent license agreements in the fields of drug recovery, genomics and biochip 
analysis.


